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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I and species IV in the reply filed 
on 10/26/05 is acknowledged. 

2. Claim 1 2 is withdrawn from further consideration pursuant to 37 CFR 1 . 1 42(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 10/26/05. 

Drawings 

3. Figures 1 -2 should be designated by a legend such as -Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Rejections ■ 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Application/Control Number: 1 0/830, 1 1 2 Page 3 

Art Unit: 2817 

5. Claims 8-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 8, the phrase "the first and second resistor ladders" lacks antecedent 

basis. 

Also, in claim 9, the phrase "the resistive ladders" lacks antecedent basis. 
Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1 , 3, 4, 5, 7, 8, and 9 (insofar as claims 8-9 could be understood) are 
rejected under 35 U.S.C. 102(b) as being clearly anticipated by Applicant's admitted 
prior art (e.g. Fig. 2) (AAPA). 

The AAPA teaches a programmable gain attenuator including: two resistor 
ladders each having 1 X N matrix; some of the switches are turned on; a termination 
resistor (e.g. R2) (Claims 1, 4, 5, 8, 9); and the switches can be grouped to be 
considered sub-matrices (e.g. switches M1b-M3b and M4b-M6b) (Claims 3, 7). 
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8. Claims 5-1 1 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Behzad. 

Behzad (e.g. Fig. 22) teaches a programmable gain attenuator including: a 
termination resistor (e.g. R2217); a termination switch (e.g. SW6); a resistor ladder 
between the input and the termination (Claim 8); a plurality of switches formed in a 1 X 
N matrix and some of the switches are turned on (e.g. see page 6, section [0077]) 
(Claims 5, 9, 1 1 ) and the switches can be grouped to be considered sub-matrices (e.g. 
switches 2221-2225 and 2227-2231) (Claim 7); Figs. 2 and 3 show that the attenuator 
having a control circuit that can have course and fine logic switches (16, 14) in the 
matrix and a multiplexer (e.g. 224) (Claims 6, 10). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S. C. 103(c) and potential 35 U.S. C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 2, 6, and 1 0-1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Applicant's admitted prior art (e.g. Fig. 2) (AAPA) in view of Behzad. 

AAPA teaches an attenuator as described above, but does not explicitly teach 
that that the matrices include fine and course matrices which are controlled using fine 
and course selection logic through a multiplexer. 

As described above, Behzad teaches using the attenuator in a transceiver 
including a control system including fine and course logic control including a multiplexer. 

It would have been considered obvious to one of ordinary skill in the art to have 
modified the AAPA attenuator to have included a control system such as taught by 
Behzad, because it would have provided the advantageous benefit of precision 
impedance control for the well-known application of the attenuator in a transceiver, such 
as suggested by Behzad. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen E. Jones whose telephone number is 571-272- 
1762. The examiner can normally be reached on Monday through Friday from 9 AM to 
5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert J. Pascal can be reached on 571-272-1769. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



SEJ 




